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Remarks 

Claims 2-13, I 5, 1 7, and 21 are pending. Claims 1, 14, 1,6, and 18-20 have been 
canceled. Claims 2-5, 1 1-13, 15. and 17 are amended. Claim 21 has been added. 

Sa port fo ne u ) c . x 1 < forexan >k t e spec Icath \ is origi alh 
filed at page 2, lines 1 3-20; page 2, lines 25-27; page 4, lines 23-29: page 5, lines 1 9-2 1 : page 
10, lines 10-13; page 10. lines 24-25, 

§ 112 Rejections 

Claim 18 was rejected under 35 CSC §112, first paragraph, as purportedly failing to 
comply wi ie written dc rip on requirement. The Applicants respectfully traverse the Patent 
Office position and reiterate their arguments presented in the response filed June 8. 2005. In 
order to facilitate the passing of the present application to allowance, however. Applicants have 
cancelled claim 18. 

Claims 2-17, 19, and 20 were rejected under 35 USC § 112, second paragraph, as 
purportedly being indefinite for failing to particularly point out and distinctly claim the subject 
matter which Applicants regard as the invention. 

The Patent Office asserted, that the claims recited two limitations that arc "seemingly 
incompatible with one another." Particularly, the Patent Office asserted that the surface of the 
substrate could not be in contact with the surface of the fluoropolymer while one or both surfaces 
are treated with a bonding composition. The Patent Office asserts that it is impossible tor two 
surfaces to be in contact with or directly bonded to one another if a bonding composition is 
interposed between them. 

New claim 21 claims an article comprising a first substrate having a surface and a second 
substrate having a surface. The surface of the first substrate contacts the surface of the second 
substrate. Further, each of the first and second substrates independently comprises a matrix 
material selected from a metal a glass, an organic-inorganic composite, a fiuoropolymer, and a 
n il > ed polyn a the provis k a.st one c £ i rsi < 1 m l< i e sec oik 
substrate is a uuoropoiymer that forms a mixture with a bonding composition. The bonding 
composition includes a light-absorbing compound that absorbs light between 200 ran and 400 
mm and an electron donor thai is distinct from the light absorbing compound. When the bonding 
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c< sposition is exp cd to aclinic ra< >f a wavelength tht is absorbed >y the light- 
ing compound, free i Is e i e s oisis 

thci<-b\ cnbanu.ia the Ivremm i l t accord subsUet 

With the foregoing amendment to claim 21, any asserted indefmiteness is overcome. 

Accordingly, Applicants kindly submit that the rejection under 35 U.S.G, § 112, second 

paragraph, is inappropriate and request thai it be withdrawn. 

In summary. Applicants submit that the rejection of claims 2-13, 15, 1? under 35 USC § 

1 1 2, second paragraph, has been overcome, and that the rejection should be withdrawn. The 

rejection of claims 18-20 is obviated in view of the cancellation of those claims. 

§102 Rejections 

Claims 3, 6-8, 13, 16, 17, and 20 were rejected under 35 USC § 1 02(b) as being anticipated 
by Stoeppeimann (U.S. Patent 5,869,157) [hereinafter Stoeppeimann]. 

As the Patent Office admits, Stoeppeimann teaches a Euoropolymer layer, a polyamide 
layer, and a layer of adhesion promoter. Stoeppeimann does not teach, suggest or describe the 
invention described in independent claim 21. In particular, the polyamide of Stoeppeimaan is 
onded direct!) e ed therein I he mermediate aycrlhenintt ic ? 

with the fluoropoiymer to promote adhesion. 

Claims 3, 6-8, 1 3, and 17 each ultimately depend from new claim 21 and add patentable 
features thereto. In light of the foregoing discussion with respect to claim 21, Stoeppeimann also 
JiK-,ro<Vidi s ^ oh\^s.. \ e'C'n - d, m ' O s 1 >U 7 

The Applicants respectfully submit that the rejection of claims 3, 6-8, 13, and 17 under 35 
U.S.C. § 1 02(b) as being anticipated by Stoeppeimann has been overcome and kindly request that 
this rejection be withdrawn. 
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Nishii 

Claims -2-4, 6, 1:2-1 7, 19, and 20 were rejected under 35 U.S.C. § 102(b) as purportedly 
being anticipated by Nishii (U.S. Patent 5,470,617) [hereinafter Nishii]. 
Claims 14, 16. 19, and 20 are cancelled. 

Referring to new independent claim 2 1 . Nishii does not teach, suggest or describe the 
invention described in new independent claim 21. Furthermore, claims 2-4, 6, 1 2-1 3, 1 5. and 1 7 
each ultimately depend from claim 21 and add patentable features thereto. In light of the foregoing 

i ent to claims 2 1 1 ^ N d 

from claim 21 , Nishii also does not teach, suggest or describe the invention as claimed in claims 2- 
4, 6, 12-13, 15, and 17. 

The Applicants respectfully submit that the rejection of claims 2 -4, 6, 1 2- 13, 15, and 1 7 
under 35 U.S.C, § 1 (O(b) as being purportedly anticipated by Nishii has been overcome and kindly 
request that this rejection be withdrawn. 

'V&sia: 

Claims 3, 6, 7, 1 0, 1 3-15, and 20 are rejected under 35 U.S.C § 1 02(b) as purportedly 
being anticipated by Vasta (U.S. Patent 4,495,247) [hereinafter Vasta], 
Claims 14 and 20 are cancelled. 

Vasta does not teach, suggest or describe the invention described in independent claim 21. 
In particular, the printer composition of Vasta is bonded directly to the substrate described therein, 
The primer composition then interacts with the fluoropoljmer to promote adhesion between the 
primer composition and the fmoropoiymer. The fiuoropolymer of Vasta does not have a surface in 
contact with and hooded directly to the surface of the substrate, as described in claim 21. Thus, 
Vasta does not teach, suggest or describe ah of the elements of claim 21 . 

Claims 3, 6, 7 5 10, 13. and 14 each ultimately depend from claim 21 and add patentable 
tea ires ici of the foregoing remarks and nev d Ida 21 * jo >es * 

teuh suggest < des; ibe he inventio s described in c ims.2 "> I nc 14 

fhe A] p icat ts respectful!) subm 1 1 tat the reject! >n >i c ain s 3, 6, 7, H) : u d ; has 
been overcome and kindly request that this rejection be withdrawn. 



7 



Application No.. 10/647,523 



Cass No.: 5621OUS0Q4 



T annenbaum 

Claims 3, 6, 8, 12, 14, and 20 v*«re rejected under 35 U.S.C. § 102(b) as purportedly being 
i ' h v o . , * < o j "s ten -> 2 ' 
Claims 14 and 20 are cancelled. 

Tannenbaum docs not teach., suggest or describe the invention described in new 
1 t < i I 1 k 1 2 i k ! rit ompoi n enb t i > ec ! 

the smooth substrate described therein. The primer composition then interacts with the 
iluoropolynaer to promote adhesion between the primer composition and the fiuoropolymer by 
ig a mechanical inter! e ib t i e.s not have i 

v > v. otl . w < < v of a substrate, as desc d c indej 

claim 21 . Thus, Tanncnbaum does not disclose all of the elements of new claim 21. 

Claims 3, 6, 8, 12, and 1 5 each ultimately depend from claim 2 1 and add pate nlab eat 
hereto. In Ik hi g re sw espect to eiain 1 1 , Tannenbaum also does not teach, 

suggest or describe the invention as claimed in claims 3. 6, 8, 12, and 15. 

the Applicants respectfully submit that the rejection of claims 3, 6, 8, 12, and 1 5 under 35. 
U.S.C. § i 02(b) as being anticipated by Tannenbaum has been overcome and kindly request that 
this rejection be withdrawn. 

§ 102/103 Rejections 
Sioeppeimann 

Claims 18 and 19 were rejected under 35 USC § 102(b) or, in the alternative, under 35 
U.S.C. § 103(a) as obvious over Sioeppeimann. 
Claims 1 8 and 1 9 are cancelled. 

Vasta 

Claim 19 was rejected under 35 USC § 102(b) or. in the alternative, under 35 U.S.C. § 
103(a) as obvious over Vasta. 
Claim 19 is cancelled. 
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_' " ' 'MUi 

Claim 19 was rejected under 35 USC § 102(1?) or, in the alternative, under 35 U.S.C. § 
1 03(a) as obvious over Tannenbaum. 
Claim 19 is cancelled. 

§ 103 Rejections 

\ im &. s s v 1 ii ' Stoeppelmann 

Catrn^ "Ifit , i\ ] *. ;n " m wli ^ - u . u <. M v it \ 
claim 9 relates to an article as described [ultimately] in claim 21 wherein the electron donor is a 
Ouoroalkylamine. 

For at least the reasons stated above with respect to new claim 21 . Stoeppelmann tails to 
teach, suggest or describe ail of the claim limitations of claim 21, and thus also fails to do so for 
claim 9. 

urtl ermo c Stoeppe n stion or m >tiv ition o modify the 

disclosure of Stoeppelmann to include the use of a fluotoalky famine. The Patent Office asserts that 
the motivation would have its origin in a desire to enhance adhesion by making the diamine more 
compatible with the fiuoropoiymer to which it is to be applied, 'Hie Patent Office does not, 
however, support this assertion by reference to knowledge known to one having ordinary skill in the 
an. it appears that the Patent Office bases this rejection on facts within the personal knowledge of 
an employee of the Office. Accordingly, the Applicants kindly request that this assertion of 
motivation be supported by an affidavit of the Examiner as required under 37 CPR § IJ 04(d)(2). 
Otherwise, the failure of the Patent Office to point to a motivation to modify Stoeppelmann to give 
she tn\e i !o v .'!^ uv , ^ : - t 

unpatentable over Sioeppelmann has been overcome and kindly request that the rejection be 
withdrawn. 
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Claim S stands rejected under 35 U.S.C. § 1 03(a) as purportedly hemg unpatentable over 
Stoeppelmann 1 w of Gillham (U.S Patem 3,309 >5 e^Mais Glliham] 

- - O! 1 1 . . air^tivu SV\ 

clan 5 v ! to an article [escribed in claim 2 vh< n e ii rod mOndcs 

a phosphoniuro compound. 

c isons sugge « ith ?eci ci 21,Stoeppt mi i s o 
teach, suggest or describe ail of the claim [imitations of claim 2 1, and thus also fads to do so for 
amended claim 5. 

Gillham relates to thermoplastic resins containing phosphonium salts as flame-retartdant 
agents. Gillham does not teach, suggest or describe a fluoropolymer having a surface in contact 
with and bonded directly to the surface of a substrate, as described in new claim 21. Th us, the 
combination of Gillham and Stoeppelmann ails lode *ribe ail ot the in ta io is of new claim 21 . 

Furthermore, there is no suggestion in Stoeppelmann to modify the composition therein to 
include phpsphonium compounds. The Patent Office has also not shown a reasonable expectation: 
of success from the prior art modification, in particular, the success of the- adhesion composition 
described in Stoeppelmann depends upon the presence of a NH2:COOH end-group ratio in the 
range of 1.5:1 to 3:1. Stoeppelmann column 3, lines 59-63, The addition of cationic additives to 
the adhesion promoter may have an adverse effect on the end-group ratio. The Patent Office has 
therefo 1 « easonabk xpeetadon of success in making c <n 

The Patent Office did not address this argument in the Final Office Action, and therefore the 
Applicants cannot be sure that it was considered by the Patent Office. Thus, it is presented again 
here tor consideration. 

The Patent Office has failed to show a motivation to modify the disclosures of 
Stoeppelmann and Gillham to provide the subject matter described in ciaon 5; and it has not met its 
burden of establishing a reasonable expectation of success upon mak ing sue;-! a modification. I has, 
the Patent Office has not met its burden of establishing a prima facie case of obviousness with 
respect to claim 5 in light of Stoeppelmann over Gillham, 
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The Applicants respectfully submit: tlmt the Kgectkai ©f ciaim>5 under 35 U.S.C. § 103(a) as 
being unpatentable over Stoeppelmann in view of Gillham has been overcome and kindly request 
t sat the ejec 01 be witb< ; twti 

i« eje - % i spu t h g ip*ttnta*>leo\ur 

Tannenbaum in view of Friedman (U.S. Patent 5,908.704) [ hereinafter Friedman). Claim 1 1 
depends upon new claim 21 and adds patentable features thereto. Specifically, claim i 1 relates to an 
article described in claim 2 1 wherein the bonding composition includes a vinyl silane. 

bove with respect to elaiir ' ! ! s ::.><-> -.cm ■• v. 0 to teach, 
suggest or describe all of the claim limitations of new claim 21, and thus also fails to do so for 
claim 1 1 . 

Friedman elates to protective u ing laminate e - states iowevei ha K 
fiuoropoiymer films cannot be boi cu ^ 0 _ -4 * v 't a hx^ « a< were 
glass). See Friedman, column 3, lines 55-58. Instead, Fricx 

c v a M > - t ' 1 e jjtatc bonding between tine fiuoropoiymer and the substrate surface. See 
Friedman, column 4, lines 35-49. Combining the disclosure of Friedman with that of Tannenbaum 
does not overcome the deficiencies of Tannenbaum with respect to claim 21. 

The Patent Office has not met its burden of showing all of the claim limitations of amended 
claim ;;. Therefore, the Patent Office has not met Hs burden of est 11 T -» ~ » . >eea.eot 
obviousness with respect to claim 1 1 in light of Tannenbaum in view of Friedman, 

The Applicants respectfully submit that the rejection of claim 1 1 under 35 U.S.C. § 103(a) 
in tentabk >aun mviewotFrteu an has 1 n 5 kind!] 

request that the rejection be withdrawn. 

Double Patenting Rejection 

The Patent Office rejected claim 18 under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 29 of U.S. Patent "No. 6,752,894 [hereinafter 
Jing], 
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tht pUeants nit > . t < <' reje cussed 

filed July 8. 2005, claim 1 8 lias been cancelled to facilitate the passage of this application to 
allowance. 

Conclusion 

It is respectful!} submiited that the application is in condition for allowance, and a favorable 
action to that end is course s > cited In the e\ ent the Examii er wot d prefer langs age i he? 
than that set forth in the claims, it is requested that a telephone interview he had to assist m 
expediting the prosecution of the application, 

10 l , h h O:oi eo 

By * ' _ v - 

Rna ^ b su *Q,S2i 

T&ephon*Nc>.: i|5 1-737-9338 



Office of intellectual Property Counsel 
3M ' . I - j s v. ompany 
Facsimile No.: 65 I-736-3S33 



Date 
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